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YOU CAN HELP 


When The Trade-Mark Reporter pub- 
lishes cases in advance of their publication 
in other reports, you are receiving invaluable 


service. 


You are informed of the very last word of 


the courts on some particular phase of trade- 
mark law. 


This service is made possible by the 
courtesy of attorneys in forwarding to us 


copies of decisions as soon as handed down. 


Have you forwarded the opinion of 
the court in your last trade-mark or un- 
fair competition case to 


THE UNITED STATES TRADE-MARK ASS'N 
32 Nassau Street, New York City 


Briefs and comments in such cases are very welcome. Due 
consideration will be given them in making annota- 
tions. 
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ANNOUNCEMENT 


The completed volumes of The TRADE-MARK 
REPORTER may now be had in a BUCKRAM 
BINDING. The advantages are obvious. 


Many of our subscribers have recently completed 
their set of bound volumes. Have you? If not, 


consult the price list below. 


If your monthly issues are in good condition, we 
will exchange them for a bound volume. The 
charge is nominal and merely covers the cost of 


binding. 
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E1isenstapt Mra. Co. v. J. M. Fisuer Co. 
(241 Fed. Rep. 241) 


United States Circuit Court of Appeals 
First Circuit, February 27, 1917. 


Unrain ComMpetTiTION—WuHat ConstTITUTES. 

The idea of cumulative links to form a bracelet is old, and the 
plaintiff could not gain the right to monopolize the idea by advertising 
his device as a friendship bracelet, and thereby prevent defendant from 
manufacturing such links. 

2. Unrarr Competition—INsuncTion—GROUND. 

To have injunctive relief upon the ground of unfair competition, 
independent of patent, trade-mark and trade-name rights, a party must 
show invasion of established good will and trade, with respect to a 
particular article of manufacture. 

Unrarr CoMPETITION—W Hat ConsTITUTES. 

Where there is no showing that plaintiff had acquired any good 
will in trade, by the manufacture and sale of his product, prior to the 
manufacture and sale of a similar product by the defendant, and 
where there was no attempt by defendant to pass off his product as 
that of plaintiff, plaintiff is not entitled to an injunction. 


In equity. On appeal from a decree of dismissal. Affirmed. 
For the opinion of the court below, see 6 T. M. Rep. 414. 


Edwin E. Huffman, of St. Louis, Mo., for appellant. 
Stanley P. Hall, of Taunton, Mass. (Frederick S. Hall, of 
launton, Mass., Walter A. Briggs, of Attleboro, Mass., and George 


Rockwell, of Boston, Mass., on the brief), for appellee. 


Before Dopae and Bineuam, Circuit Judges, and Avpricu, 


District Judge. 


Aupricu, District Judge. In this case the alleged grievance is 

not for infringing a trade-mark, trade-name, or a patent. 

The proceeding is one directed against the sale of a particular 
rticle of manufacture, and the relief sought is an injunction and 
1 accounting upon the ground of unfair trade competition. The 
rticular article concerned is an elongated bracelet link, so formed 
it it can be strung upon a narrow ribbon, and the fanciful ad- 


vertised idea in connection with the links has been that they are so 


lapted that they may be assembled and become a “friendship brace- 
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let”; and to the end that the juvenile sentimental impulse may mor 


surely and speedily yield to the maelstrom of show window attra: 
tions, the fascinating bob-o-link bird, so much talked about in ju 
venile books, is employed to do its work, and it is said in the ad 
vertisements that: 

“It’s a bird of an idea that has winged its way all over America.” 


And to the trade it is said: 

“Already, without any advertising, the demand for ‘bob-o-links’ is run 
ning 100,000 a day, and it has only started. When the full-page advertise 
ment comes out in the ‘Saturday Evening Post,’ May 22, the whole country 
will break out with the ’bob-o-link’ craze. Jewelers will not be able to 
supply the demand fast enough to keep up with the ever-multiplying, end- 
less chain of ‘bob-o-link’ wearers.” 


Again: 
“We propose to feed the flames while they are raging by well-prepared 


striking advertisements in the ‘Saturday Evening Post’ and leading women’s 
publications.” 


Again: 

“On fast-moving propositions like this, the dealers who get in early get 
the biggest business. When the craze gets started in your town, the dealer 
who has a stock of ‘bob-o-links’ on hand will do a big business, while the 
other fellow is trying to get the goods. It is a risky business to wait, be- 
cause indications all point to the probability that orders will pile up faster 
than we can manufacture and fill them. Already we have increased our 
manufacturing facilities and are working double shift. If this is the pres- 
ent condition, what will it be when this big ad. appears and starts the ‘bob- 
o-link’ craze going in every town where friends have friends and young 


folks live.” 


And again: 


“This isn’t just a fad—it is a pretty plan for the expression of friend- 
ship, made practical by the beauty and value of the completed bracelet 


Then it is said: 
“Here’s the Way it Works.” 

“A girl starts a bracelet by exchanging ‘bob-o-links’ with a friend. 
They each wear their ‘bob-o-link’ with the friend’s initials engraved upon 
it, on a narrow black velvet ribbon, around the wrist. Then they start 
other friends by exchanging ‘bob-o-links’ with them. Thus they complet 
their own bracelet, and, in doing so, start ten or a dozen other girls, who, 
in turn, start another ten or a dozen, and so it goes until everybody has : 
‘bob-o-link’ bracelet. It takes from nine to twelve ‘bob-o-links’ to complete 
a bracelet, and a girl isn’t satisfied until she has one completed—then she 
immediately starts another. There is no end to it.” 


Again: 
“Buy Her a Link—25 Cents Each.” 
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To the public, attractive advertisements were put out with a 
picture of gracefully clasped hands with a slight show of the femi- 
nine wrist; and to more effectively move the juvenile impulse to 
trade, the wrist is takingly adorned by a narrow band of black 
velvet ribbon strung with a single link. 

It must be borne in mind in this case that the substantive thing 
sought to be protected is distinctively a thing of manufacture, a link 
of distinct form and appearance. 

It is quite impossible to view the particular article of manu- 
facture when disassociated from the advertised fanciful idea of 
friendship as the feature which in any substantial way attracted 
trade. As well said by the court below, the trading public was 
little concerned, if at all, with the particular link as a link, or with 
the question as to who made it. 

It was the idea of receiving and holding tokens of friendship 
until they could be joined into a thing of adornment and remem- 
brance that attracted juvenile buyers in the market. 

This is not a case which is governed by rules obtaining in trade- 
mark, trade-name, and patent cases, where the attractive and dis- 
tinctive features of the trade-mark or name in one situation, and the 
novelties of the patentable device in the other, are the features to 
be protected, and where the one who originated the idea of attractive 
marks or of patentable design, or of patentable device or combina- 
tion, being first in the field, under trade-mark, trade-name and 
patent law, is entitled to protection. 

The idea of cumulative signet tokens of adornment to become 
a friendship bracelet, like the old idea of the monogram coin brace- 
let, was old, and thus, so far as we can see, the situation was such 
that the defendant had as good a right to advertise the sentimental 
idea and employ it in the trade as the plaintiff. 


The idea of the friendship bracelet thus formed being old, the 


plaintiff, by advertising, could not gain the right of monopolizing 


the idea of combining links of friendship into an attractive whole, 
because, independent of a protective patent, or of a protective 
trade-mark, or name, his remedy in the field of competitive trade 


would have reference to the particular article of manufacture. 
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The friendship conception, not new with the plaintiff, attract- 
ively advertised under a catching dress, was well calculated to stir 
the friendship fancy and impulse, and particularly that of the 
young, and to induce them, not because of the particular form of the 
link, or because the link was made by a particular manufacturer, 
but because of the friendship idea of joining link to link until they 
should become a thing of graceful adornment, to buy a link at a 
price 25 times in excess of its intrinsic value. But after all, in 
every substantial sense, the trade was attracted by the sentiment, 
rather than by the particular article of manufacture. 

While one’s trade should be protected against all unreasonabl 
and unfair competition, it after all remains that the normal condi- 
tion in the commercial field is freedom of the right to trade, and as 
the exceptional right of monopolizing trade must be clear and sub 
stantial, when the plaintiff's grievance has reference to a senti- 
mental, unsubstantial, and frivolous fancy, calculated to stir and 
move the juvenile mind into paying largely more than a thing is 
worth, courts of equity will not lean very far to find grounds for 
disturbing normal trade equilibrium. 

It has been said by a text-writer on unfair trading that, after 
years of struggle, the law has put all cases of unfair competition. 
as that term is now understood, upon a common basis of fact: 


“Is the defendant representing his goods as the goods of the complain 
ant?” 

Responding to the requirements of such a question, we cannot 
see that the particular link, or the fact that it was made by a partic 
ular party, was the consequential element inducing trade. On 
the contrary, it was the old conception, skillfully advertised, that 


stimulated impulse and promoted trade. We therefore see nothing 


in the case to justify the conclusion that the defendant was repre 
senting its goods as the goods of the complainant. 


To have injunction remedy upon the ground of unfair competi 
tion, independent of patent, trade-mark, and trade-name rights, 
party must show established good will and trade, with respect to 
particular article of manufacture. In short, the existence of good 
will as the resuit of trade is the substantial element of the right. 
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It has been said in the books that the right of a party to in- 


dividual redress, based upon interference with good will, is of 
modern growth, not mentioned by some of the early writers; and it 
has often been said that it is difficult to give a legal definition of 
good will as the foundation of a right existing in trade. But Mr. 
Justice Story has defined the term “good will” as used in trade, and 
it seems to have been generally accepted and followed as covering 
the idea. It is: 

“This good will may be properly enough described to be the advantage 
rr benefit, which is acquired by an establishment, beyond the mere value 
if the capital, stock, funds, or property employed therein, in consequence 
1f the general public patronage and encouragement, which it receives from 
onstant or habitual customers, on account of its local position, or common 
celebrity, or reputation for skill or affluence, or punctuality, or from other 
ccidental circumstances or necessities, or even from ancient partialities 
ir prejudices.” Story on Partnership, $99. 

See, also, Hopkins on Trade-Marks, Trade-Names, and Unfair 
Competition (3d Ed.) pp. 2, 3, 218, 228. 

Such a definition of the good will of trade being well enough, it 
will be seen that it is based upon the fundamental idea of constant 
or habitual customers, thus meaning that the good will must be 
something of substance, and something which in point of time has 
had a substantial existence in the markets. It cannot be possible 
that equitable remedy was intended or should be afforded for the 
protection of trade impulse, resulting from a sentimental and fanci- 
ful ephemeral puff. 

It is difficult for us to perceive, from what is shown in the record, 
that the plaintiff’s link had any substantial hold in the market as 
in article of manufacture, or that it was associated in the public 
mind with the Eisenstadt Manufacturing Company in such a sense 
as to constitute the good will of trade in advance of the time at 
which the defendant put its advertisement out and its article into 
the markets. As sufficiently explained by the court below, the 
parties were in the field at about the same time with their article 
of manufacture, or at least that the time of starting the two enter- 
prises was within a very narrow circle, a circle so narrow, we think, 
as to render the idea of good will inadmissible, as a ground for equit- 


able injunctive interposition, based upon unfair competition in trade. 
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Our conclusion is that the decision of the court below was right. 


Decree of the District Court affirmed, with costs of this court. 





AmeErIcAN THerMos BotrLte CoMPANY v. SAMUEL J. 


BLOOMINGDALE, ET AL. 
United States District Court 


Southern District of New York, February 14, 1917 


Trave-Marks—I NFRINGEMENT—INJUNCTION, 

Where a saleslady, in the employ of defendants, sold a vacuum 
bottle, not of plaintiff’s manufacture, in a box bearing the plaintiff’s 
trade-mark, and containing a cork similarly bearing plaintiffs trade 
mark, and represented the bottle to be of plaintiff's manufacture, such 
sale is an infringement. However, since but one sale is shown, which 
may have been an error, a preliminary injunction should be denied. 


In equity. On motion for preliminary injunction. Denied. 


Robert B. Kilgore, of New York City, for plaintiff. 
Hillary C. Messimer, of New York City, for defendants. 


Manton, D. J.: The defendants maintain a large department 
store in New York City. The plaintiff manufactures a thermos 
bottle, a patented article, which is protected by certain letters 
patent of the United States. It also has a trade-mark, the word 
THERMOS. It seeks on this motion to restrain the defendants 
by preliminary injunction, from marketing vacuum-walled vessels 
in boxes or other containers using the name THERMOS either on 
the box or on the cork of the bottle. The application is supported 
by the affidavits of two men who entered the defendants’ store and 
asked for a pint THERMOS bottle. The clerk showed them a 
corrugated and a plain bottle. The purchaser determined to tak: 
the plain one. The saleslady then said, “the plain one is $1.80 and 
the corrugated one is $1.50. The plain one has a heavier cas 
but they are all THERMOS bottles.” After selecting and paying 
for the corrugated bottle, the purchaser requested that it be placed 
in a box, which was done. The box was stamped on the outsid: 
with the plaintiff's trade-mark THERMOS, a cork was used 
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marked THERMOS and upon examination afterward it turned 
out to be an infringement of the plaintiff's trade-mark and the 
bottle was marked ICY HOT. This box and bottle, together with 
the cork, were produced upon the hearing of this motion. 

There is no doubt that the sale of this bottle under these cir- 
cumstances, was an infringement of the plaintiff's trade-mark but 


doubt exists as to whether an injunction should be granted in view 


of the explanation made by the defendants and the claim by them 


that there was but this one sale. The defendants claim, and sup- 


port their claim by affidavits of their employees, that for a number 
of years they have been waging a campaign against misleading 
and untruthful advertisements both in the public prints and in 
their store; that they have set a good example followed by some 
others in the department store business in this City. This is only 
pertinent to the issue to the extent of showing good faith and the 
likelihood of an honest mistake on the part of the employees of the 
defendants in this instance. The defendants produce affidavits 
from the saleslady, a young and inexperienced girl, temporarily 
assigned to this department in the defendants’ business, which 
would indicate that she made a mistake in placing the ICY HOT 
bottle in a box used by the defendants and marked THERMOS. 
The defendants sell the plaintiff's bottles and use the boxes marked 
THERMOS for the plaintiff's wares. One can readily see how an 
error of this kind might be made, where the business of a firm must 
necessarily depend upon human effort. The method pursued by the 
defendants of tracing this particular sale and ascertaining the girl 
who made the sale, has the impress of truth and certainty. Upon 
affidavits alone, since the charge is made of but one sale, I am of 
the opinion that a preliminary injunction should be denied. The 
case differs materially from the one presented where the claim 
of right to use a trade-mark is made or where the validity of a trade- 
mark is questioned and where the litigant sued threatens to con- 
tinue a violation of the trade-mark. I do not mean to hold in this 
lecision that the plaintiff has failed to make out a case. I leave 


hat to be determined upon the trial. 
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The plaintiff seeks to enjoin the defendants from infringing 
letters patent of the United States No. 995985 dated June 20, 1911, 
for an improvement in metallic case for bottles issued to Charles 
H. Perry, assignor to the plaintiff. The affidavits in support of 
this motion and in opposition raise a serious question as to th: 
validity of the patent and its infringement. 

I will deny the motion for a preliminary injunction leaving 
these questions to be determined upon the trial, which may be 
speedily had. For the same reason I shall deny the motion made by 
the defendants to dismiss the bill of.complaint. 


Henry Romerke v. ALtbert RoMEIKE AND ALBERT RUEBE. 
United States District Court 
Southern District of New York, June 13, 1917. 


TrapeE-N AMES—INFRINGE MENT. 

Although one may use his own name in a business, with resulting 
unavoidable injury to a competitor of the same name, a later user ot 
the name may not use it in a firm name, in such a way as to cause con 
fusion with the name of the original user, and thereby injure his busi 
ness. “Romeike & Ruebe” conflicts with the name “Romeike” and 
should be enjoined; “Ruebe & Romeike” does not conflict. 


In equity. On final hearing. 

Mr. Harry D. Nims and Mr. Clinton Combs, for plaintiff. 
Mr. Henry Schoenherr, for defendants. 

LearNep Hanp, D. J.: (Orally): The facts in this case are 


substantially undisputed. The plaintiff is a corporation organized 
under the laws of the State of New York, in the vear 1902, under 


the name of Henry Romeike. Henry Romeike was not the origina 
tor of this business. Some time prior to 1888, the exact period is 


not in evidence in this suit, he entered into a partnership with on 
Leavitt, who was at that time conducting a press clipping burea: 
in the city of New York. Just when Leavitt started business does 
not definitely appear, except that it was at least as early as the 


vear 1886. Leavitt went out of the business not long after Romeik: 
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came in, and Romeike continued the business alone under the name 
of Henry Romeike until the organization of the corporation at the 
date that I mentioned. At the time that he incorporated, it was not 
necessary under the laws of the State of New York to add the word 
incorporated” as it is now when you chose the name of an indi- 
vidual for your corporate name, and therefore Henry Romeike be- 
came entitled to keep his name as the name of the corporation. It 
was, however, his practice before his death either to advertise the 
word “limited” or the word “incorporated” or its abbreviation in 
rder to distinguish between himself and the corporation. 
Henry Romeike died in 1903 and left his interest in the 
isiness, which consisted in the capital stock, to three trustees, one 
\McKiernan, his brother Albert Romeike and the other defendant 
n this case, Albert Ruebe. Ruebe had a larger share in the con- 
duct of the business of Henry Romeike than Albert Romeike, and 
ifter Henry Romeike’s death he appears to have taken over the sub- 
stantial direction of the contracts with the subscribers and has 
been the chief managerial director in the company. 
Albert Romeike also continued in the business and had charge 
the pay roll and did other things of lesser importance than 
\lbert Ruebe, but was a director, and that was the only business 
which he had. 
In 1916 the son of Henry Romeike, George Romeike, became 
age and by what I infer, although it is not definitely stated, 
got control of the stock of his father. In any event he became the 
president of the company, and a disagreement arose between him- 
self and his uncle Albert Romeike and the other defendant Albert 
The result of this disagreement was that Albert Ruebe 
ind Albert Romeike left the business and started in a similar busi- 
ness of their own for which they have adopted various names. 
The first name which the defendants used was “Albert Romeike 
& Co.,” and that was for a corporation which they had organized. 
\ judgment of the supreme court of the state of New York has 


recently enjoined the corporation from using that name [7 T. M. 


Rep. 16], and it seems pretty clear, indeed it can scarcely be con- 


tradicted, that the only reason for the choice of that name was to 
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get some advantage out of the business of Henry Romeike. Th 
was certainly the view taken by the court, and for that reaso 
especially as the corporate name was not by natural right, th 
title of either of the incorporators, they have been prevented fron 
using it. 

They then took another name for another corporation, but 


that corporation, if incorporated, seems never to have been presse: 


through to a final organization, and that corporate name of ‘‘Romeik: 
& Ruébe” has been abandoned. They thought it better to do their 
business under a partnership form, and therefore they have s 


lected the name of “Romeike & Ruebe,” and it is this name whic!) 
the plaintiff now complains of in this suit. The question in tl: 
case is simply whether the name for the partnership “Romeike & 
Ruebe” is legal and if not what limitations I shall place upon 
now. 

The plaintiff has shown that its business goes by the name o! 
“Romeike,” or “Romeike Press Clipping Bureau” and some other 
form, besides that of Henry Romeike. I am satisfied from thi 
envelopes which have been put in evidence that the significant and 
important part of the plaintiff's business name is the three sylla 
bles “Ro-mei-ke,” and that “Henry Romeike” is not what has in 
fact caught the public eye. 

It seems to me, therefore, that there is just ground for sup 
posing that any person who competes in business under a name 
which has as its chief and distinctive title the name “Romeike 
is likely to cause confusion between the two. It might be fair, under 
all the circumstances, to enjoin altogether the use of the na 
“Romeike,”’ because it is quite clear that the present purpose 0! 
doing business under a partnership form is only to avoid the possi 
ble limitations which would be imposed, were a corporate for 
chosen, as has been proved by the suit in the supreme court. 

But I think everyone agrees that at the present time t! 
authorities are not such as would allow me absolutely to enjoin 
Albert Romeike from using his name in this business. Therefor 
I decline to make a decree to that effect. I feel myself bound | 


let him, while he is conducting business under an individual nan 
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use his surname, and if the plaintiff suffers thereby that is one of 
the results that I cannot prevent and which arises in part from 
the fact that the plaintiff, or Henry Romeike, has allowed Albert 
Romeike to build up the only business he has along with the plain- 
tiff himself. He has a right to conduct that business under his 
name. 

But I cannot regard a firm title as being wholly beyond the 
power of the Court. In a certain sense, that too is an artificial 
name, at least, in the order in which the names appear, it is just as 
irbitrary and just as optional with the partners as a corporate name 
is optional with the incorporators. I agree that the partners have 
a right to show their names if they choose. To that extent I think 
there is a difference between a partnership name and a corporate 
name. But I entirely dissent from the assumption that those names 
may be placed in that situation which will make it most likely that 
confusion will arise, and I think it wholly within my power and 
within the proprieties of this situation that the order of the names 
should be changed. Nor do I think that there is any good reason 
which has been shown to expect that an inversion of the order 
will result in any annoyance or damage to the defendants, at least 
any which I should weigh, beside the possibility of injury if the title 
remains as it is. 

Therefore I shall enjoin the use of the name “Romeike & 
tuebe,” but I will in my decree provide that the defendants may 
use the names if they are inverted in order, that is if they use 
the names “Ruebe & Romeike.” 

I might go on and add a suffix to this title, and I think I should 
be disposed to add the suffix “not connected with Henry Romeike,” 
except that Mr. Nims says he does not want that. What he does 
want is “not connected with the original Romeike’” or “first Ro- 

cike,” and he urges that upon me most strongly. I have already 
ndicated that I thought, in a case similar to this, | Waterman v. 
Vodern Pen Co., 2 T. M. Rep. 115] this was the proper suffix to 


idd, but in that I was reversed by the circuit court of appeals 


2 T. M. Rep. 349], and I can see no distinction between that case 
ind this, as I have said. I do not feel at liberty, therefore, to add 
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the suffix which he wants. As that is the only one he wants, the 
decree will therefore be as follows: 


That the defendants are enjoined from using the name “Ro- 
meike & Ruebe,” but not from using the title “Ruebe & Romeike,” 


and that they are likewise enjoined from adopting any other title, 


designed or calculated to cause confusion between the plaintiff and 
themselves. The plaintiff will likewise have his costs. 





J. Harritey Manners v. TRIANGLE F1LM CorRPORATION AND RIALTO 
THEATRE CORPORATION. 
(New York Law Journal, June 21, 1917) 


United States District Court 
Southern District of New York, June, 1917 


1. Unrair Competition—Tite oF Pray. 

The arbitrary name given to a dramatic composition by its author, 
and by which it has become known to the public, is a property right, 
which should be protected. It is a fraud upon the public and the 
author, to permit its use by another. 

2. Trape-Marks—TitLe or Pray. 

The word “Happiness,” even though a word in common use, maj 
become a valid trade-mark or trade-name as applied to a dramati: 
composition. 


In equity. On motion for injunction pendente lite. Granted. 


David Gerber, of New York City, for plaintiff. 
Walter N. Seligsberg, Alex. L. Strouse, Jay Leo Rothschild, 
of New York City, for defendants. 


Manton, District Judge: The plaintiff is a well known play 
wright and seeks, in this action, to restrain, by injunction, the d 
fendants from using the title “Happiness” as the title of a play or 
photoplay. He claims that, in violation of his sole right in the tit! 
“Happiness” as a trade-name or trade-mark, the defendants should 
not only be restrained in its use, but should compensate him for th: 


damages he has sustained. The action has been removed from thi 
state court. 
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The defendants move to dismiss the complaint on the ground 


that it does not state facts warranting equitable relief. 

Much is claimed by plaintiff as to delays on the part of the 
defendants in defending the action and, it is argued, that this prac 
tice is indulged in so as to avoid a trial of the action before the 
summer recess of this court, to the advantage of the defendants, in 
that the defendants may profit by the use of the title “Happiness” 
in the interim. It is claimed that the life of a motion picture of 
the type produced by the defendants is but a few months, and that 
since this cause cannot be tried until the October session of the court, 
unless an injunction be granted now, an injunction resulting from 
the trial of the action would be of little avail. 

The plaintiff is the author of “Peg o’ My Heart,” “The Harp 
of Life’ and “Out There.” His wife, under the stage name of 
“Miss Laurette Taylor,” is well known to the theatre-going public 
and has had a successful career. The play “Happiness,” written 
by the plaintiff, has been copyrighted. In March, 1914, it was 
presented at the Cort Theatre in New York City, and after some 
performances taken off. The moving affidavits indicate that the 
play is to be used in the future under this title. 

The plaintiff's attention was called, in April last, to the an- 
nouncement of the production of the photoplay at the Rialto Theatre 
in this city, under the title “Happiness.” Notice was served upon 
the theatre and the producers of the play, defendants herein, of the 
claim of ownership by the plaintiff of the title “Happiness” as the 
title of a play. After notice, defendants refused to discontinue the 
use of the title “Happiness” and advertised it extensively in the 
press and otherwise under this title and continued performing in 
motion pictures under said title in various cities mentioned in the 
affidavits. In addition to this, the plaintiff personally visited and 
called upon Mr. Rothapfel, manager of the defendant theatre com- 
pany and protested against the use of this title. 

Dodd, Mead & Co. are the plaintiff's publishers and have ac- 
quired from the plaintiff sole right to publish, plaintiff reserving 
the dramatic rights and the rights of presentation upon the stage 
in any and every form. 
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The defense interposed is that on November 12, 1910, a lady 
named Spiegelberg gave a performance of a tragedy in one act en- 
titled “Happiness,” and this was performed in her country resi- 
dence in Westchester County, New York, and for which a charge of 
$5 was made for the benefit of a hospital. And further, the pres- 
entation of a play called “Happiness” by the Chautauqua Associa- 
tion. However, this latter play was produced in 1916, two years 
after the production by the plaintiff of his play and after his play 
had been copyrighted. Upon notice and protest by the plaintiff 
the Chautauqua Association changed the title of the play to “The 
Quest for Happiness.” The defendants having received notice of 
the claim of the plaintiff proceeded to produce their photoplay under 
this title, and the capital was thus invested after due and timely 
notice, and can only be based upon insistence that they were right in 
the position which they took. Therefore it will not be unfair to 
grant this injunction as against the defendants unless the strict 
rule of law forbids the granting of such relief. And in addition 
thereto it is claimed, and properly so, by the plaintiff that the mat 
ter of change of title by the defendants is a simple one if the photo- 
play is permitted to continue. What is now probably a five and ten 
cent moving picture performance will undoubtedly take from a 
valuable asset the trade-name of this play, which will be produced 
under expensive auspices to a theatre-going public. 

If the title “Happiness” is infringed, it can be protected on 
the doctrine of unfair competition (Corbett v. Purdy, 80 Fed. 901; 
Glaser v. St. Elmo Co., 175 Fed. 276). 

The courts have exercised their equitable jurisdiction and en 
joined defendants from using as the title of photoplay the plaintiff's 
title, such as “A Fool There Was,” where the plaintiff had been 
using it as the title of a drama (Klaw & Erlanger v. General Film 
Co., 156 N. Y. Supp. 1128 [7 T. M. Rep. 315]). Valuable titles 


which have been used as trade-names have been protected in th« 
following cases: Schook v. Woods (32 Leg. Int. 264), Outcault v. 
Lamar (135 App. Div. 110), Frohman v. Morris (68 Misc. 641 

Frohman v. Payton (34 Mise. 275). A fanciful title such as “The 
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Come Back” was protected by Judge Clark in the state court (160 
N. Y. Supp. 509 [6 T. M. Rep. 423]). 

In Aaronson v. Fleckenstein (28 Fed. 75) the rule was laid 
down that the name given a composition by its author, by which it 
has become known to the public, is a property right which should 
be protected, and that it is a fraud upon the public and the com- 
plainant to permit its use. 

The use of the title “Happiness” in a prominent theatre in 
New York City, staged for performance by one of the foremost 
actresses of her time, has given to such title a value and asset as to 
constitute a property right in this plaintiff which should be pro- 
tected. While it is true that the title of a copyrighted play is not 
protected by the copyright, the use of that title is none the less to 
be secured to the owner of the copyrighted matter as a trade-mark, 
if the title so first employed by him has acquired a trade significance 
as an arbitrary designation. If the word “Happiness,” even though 
a word in common use, was adopted by the plaintiff and at the time 
of its adoption was not employed by another as the designation of 
the title of a play, it may become a trade-name or trade-mark. 
The title may in no sense be descriptive of the drama as such and 
indeed, it may be an arbitrary title employed to identify rather than 
describe the composition itself. If the title is serviceable as a 
description of the subject protrayed in the play, it was open to 
adoption by the plaintiff, and if such use gave it a secondary mean- 
ing, in identification of the plaintiff's dramatic composition, it be- 
came so associated with the good will of the drama as to be estab- 
lished in the production of the play and was a trade-mark. 

I think the circumstances and use of the title by the plaintiff 
herein justify the conclusion that the plaintiff had secured a trade- 


mark or trade-name in said title. After full notice, the defendants 


having chosen the title and advertised it in a photoplay, did so at 


their peril. Justification for this use cannot be found in the isolated 
case of the production of a play of a similar title at Mrs. Spiegel- 
berg’s home. 
The right to a title vests in the first to apply and use the title 
McLean v. Fleming, 96 U. S. 245). In G. & C. Merriam Co. v. 
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Saalfield (198 Fed. 369 [2 T. M. Rep. 443]), it was said: “A 


trade-mark is a trade-mark because it is indicative of the origin of 


the goods. The original right to its exclusive use was not based 
upon any statute, but upon the principles of equity, and the right 
is acquired not by discovery or invention or registration but by 
adoption and use.” 

In Drone on Copyrights (p. 535) it is said: “There can be no 
copyright in a title; but on general principles of equity, an injune 
tion will be granted restraining a person from appropriating the 
title of a well known publication for a rival work, nor will a person 
be allowed to use a title which is a mere colorable imitation of an- 
other, for the purpose of misleading the public into buying one publi 
cation, in the belief that it is the other.” 

I think the use of the title for a motion picture play as used by 
the defendants is an infringement of the plaintiff's sole right to the 
title as the title of a play in drama on the stage, and that the in- 
junction should be granted (Kalem v. Harper, 222 U.S. 61). 

Upon examination of the bill of complaint, I deem the objec 
tions offered to its sufficiency not well founded, and therefore th: 


motion to dismiss the bill will be denied. 


CarNey HospIitTAa., ET AL. v. McDoNALp. 
(116 N. E. 414) 


Massachusetts Supreme Judicial Court 


Suffolk County, May 28, 1917 


1, Unrair Competition—Wuat Constirutes—Use or Trape-Name. 

Where there is no competition, there can be no unfair competition ; 
and a hospital cannot enjoin a woman from running a lodging house 
and registry for nurses under a name similar to the name of the hos 
pital where she makes no false representations as to connection and i! 
no way interferes with the enjoyment of any rights of the hospital 

2. Use or ANoTHER’s NAME—STATUTORY PROHIBITION. 

The prohibition of the Massachusetts law against the use, without 
permission, of another’s name in business does not apply in case of th 
use of a part only of the name and is materially different from the 
right in equity, to enjoin the use of something less than the entire name 
of a corporation, when such use is misleading, deceptive and injurious 





CARNEY HOSPITAL, ET AL. V. MCDONALD 


On appeal from a decree for plaintiff, issued out of Superior 
Court, Suffolk County. Reversed and dismissed. 


This was a bill in equity, to obtain an injunction, restraining 
the use by respondent of the name “Carney Graduate Nurses’ Club” 


as a form of advertisement and from conducting business under that 


name. 


Daniel E. Irwin, of Boston, for appellant. 
Daniel M. Lyons, of Boston, for appellees. 


Pierce, Judge: The case was referred to a master “to hear 


the parties and their evidence and report his findings to the court, 


together with such facts and questions of law as either party may 


request.” (Bradley v. Borden, 223 Mass. 575, 586, 112 N. E. 416, 
118). The master heard all the evidence and made a report of his 
findings and rulings. The complainants excepted to certain findings 
and rulings; these exceptions were overruled and the master’s re- 
port confirmed. The complainants have not appealed from this 
decree or from the final decree. 

The final decree— 


“ordered, adjudged and decreed: 

“That the bill be dismissed as to all the complainants, except the 
Carney Hospital. 

“That the respondent be and she hereby is enjoined from using the 
name ‘Carney Graduate Nurses’ Club’ as a form of advertisement or to 
designate any business conducted by her. 

“That the respondent be and she hereby is enjoined from using the 
name ‘Carney,’ alone, or in conjunction with any other word or words, to 
designate a business or other enterprise connected with or relating to a 
hospital, the care of the sick, or the business or profession of nursing. 

“That the respondent be and she hereby is enjoined from using the 

ich a designation or form of words to be listed in the New England 
lelephone & Telegraph Company, or in any other directory, to indicate 
ny business or other enterprise conducted by her.” 


From this decree the respondent duly appealed to this court. 

The material findings of the master in substance are as fol- 
lows: The Carney Hospital was established under St. 1865, c. 78, 
by the name of the Carney Hospital, for the purpose of maintain- 
ng a hospital in the City of Boston for the sick and disabled ;” the 


omplainant Carney Hospital conducts no lodging house or registry 
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for nurses; the respondent, a nurse by training, in April, 1914, 
bought the lodging house at 9 Worcester Square which she has sinc: 
conducted as a lodging house, patronized by nurses and as a registry 
for nurses; the house is conducted solely as a business venture for 
profit; the respondent purchased the business in good faith believ- 
ing she had the right to use the name “Carney Graduate Nurses’ 
Club” and has advertised it under that name; the house has been 
listed in the telephone directory since 1907, under the name “Carney 
Graduate Nurses’ Club” or under the heading “Nurses’ Club, Car 
ney Graduates.” 

In 1908 and prior thereto, the house in question was occupied 
by nurses, nearly all of whom were graduates of the Carney Hos 
pital training school. The number of Carney graduates varied frou 
time to time. At the time of the hearing, two were lodging there 
“The business conducted by the respondent has never been mistaken 
for the Carney Hospital,” and “is not likely to be so mistaken by 
reason of the listing in the telephone directory now used by tl 
respondent, and complained of in the bill.” On no occasion has 
the respondent made any false representations as to the school in 
which any nurses furnished by her were trained. The use of the 
name “Carney” by the respondent in connection with her business 
interferes in no way with the enjoyment of any right of the com 
plainant; the name “Carney,” in connection with the business enter 
prise of the respondent, connotes the Carney Hospital in a limited 
sense only, that is, it imports the idea that, at the establishment o! 
the respondent, Carney Hospital nurses can be secured. 

Upon the foregoing facts, it abundantly appears as conclusions 
of fact, that the complainant and respondent are not engaged i: 
competitive enterprises; that the complainant has suffered no injury 
from the acts of the respondent; and that the respondent has no! 
misled or deceived the public, to the belief that the business of thy 
respondent is conducted under the auspices of the Carney Hospita! 


As there is no question of unfair competition in the use of tl. 


word “Carney,” the complainant’s right, if any, to restrain the us 


of the name “Carney” is to be found in R. L. ec. 72, 85, which reads: 
i 
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“A person who carries on business in this commonwealth shall not as- 
sume or continue to use in his business the name * * * of any other person, 
either alone, or in connection with * * * any other name or designation, 
without the consent in writing of such person or of his legal representa- 


tives.” 

No “formal permission” to use the word “Carney” has ever 
been given to the respondent, by the complainant. No question 
arises to dispute that the complainant is a person within the mean- 
ing of the statute, and entitled to the protection granted by it. 
(C. H. Batchelder & Co., Inc. v. Batchelder, 220 Mass. 42, 107 
N. E. 455 [5 T. M. Rep. 467]). Special Act St. 1865, c. 78, es- 
tablished the complainant corporation “by the name of Carney Hos- 
pital.” It is plain that its name cannot be separated into com- 
ponent parts and remain the name conferred upon it. The right 
granted under R. L. c. 72, §5, is materially different from the right 
in equity to enjoin the use of something less than the entire name 
of a corporation, when such use is proven to be misleading and cal- 
culated to deceive the public to the harm of the business of that cor- 
poration. (See Holmes v. Holmes, etc., Mfg. Co., 37 Conn. 278, 9 
Am. Rep. 324; Daughters of Isabella No. 1 v. Nat. Order, Daugh- 
ters of Isabella, 83 Conn. 679, 78 Atl. 333, Ann. Cas. 1912 A, 822). 


In the case at bar, upon the facts found, no confusion of 


identity can arise and no element of fraud, deceit or unfair competi- 


tion is present. We are of opinion that the word “Carney”’ is not 
the name of the complainant within the meaning of the statute. It 
follows that the decree must be reversed and a new decree be entered 
dismissing the bill with costs. 

Decree accordingly. 





O K Bus & Baaaace Co. v. O K TrANsrer & StoraceE Co. 
(165 Pac. Rep. 136) 


Oklahoma Supreme Court 
October 10, 1916. Rehearing denied May 29, 1917 
|. Unratrr Competir1ion—Conrvsion oF BUSINESS. 


All practices between business rivals which tend to engender un- 
fair competition are odious to the law and will be restrained by the 
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courts. No man will be permitted to make use of signs or tokens 
that serve to confuse the identity of his business with that of another, 


so as to mislead the public, and divert business from his competitor to 
himself. 


2. Unratr Competition—ConFvusion oF Business. 

Although the business indicated by the defendant’s corporate name 
and originally conducted by it did not compete with the plaintiff's 
business as indicated by .its corporate name, when the defendant has 
in fact extended its business to cover the field occupied by the plaintiff, 
similarity of corporate names, which could not before confuse, may 
now result in confusion and should be enjoined. 


Error from district court, Oklahoma County. Judgment for 
plaintiff. Affirmed. 


Blake, Boys & Shear, of Oklahoma City, for plaintiff in error. 
Warren K. Snyder, of Oklahoma City, for defendant in error. 


Harpy, Judge: The “O K Transfer & Storage Company” in- 
stituted this action against the “O K Bus & Baggage Company,” to 
enjoin it from certain alleged unfair competition with plaintiff in 
the transfer and storage business. The parties will be referred to 
as they appeared in the trial court. The petition alleges that, 
during its corporate existence, plaintiff had been engaged in Okla- 


homa City in the transfer and storage business, and conducting a 


business of warehouseman; that is was not engaged in any bus or 
baggage business; that the defendant, O K Bus & Baggage Com- 
pany, was using for advertising purposes the name and style of 
“O K Bus & Baggage Company;” that recently it had engaged in 
the transfer and storage business in Oklahoma City, and that the 
advertisements used by them were very similar to the designation, 
style, and name of advertising plaintiff uses; that plaintiff was 
located at 336 West First Street, and defendant’s place of business 
was 300 West First Street; that plaintiff had spent large sums of 
money in advertising, and its trade-name was extensively used and 
brought to the knowledge of the public, and plaintiff had acquired 
a valuable property interest in and to said trade-name, and its use 
and enjoyment by plaintiff was of great pecuniary value; that the 
defendant, well knowing the facts and the rights and privileges of 
plaintiff, secured by the use and adoption of its said trade-name, 
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and with the intent upon the part of the defendant to appropriate 
to itself the profits, benefits, and advantages thereof, has engaged 
in a similar line of mercantile business in close proximity to the 


established place of business of the plaintiff, and is wrongfully and 
deceitfully and unlawfully using and applying its name and style 
of business to defendant’s transfer and storage business, and by 
advertising the same concerning defendant’s said business, consist- 
ing of signs, newspaper, telephone advertising, etc., or such approxi- 
mations and simulations thereof as are calculated to deceive and do 
deceive patrons and customers of plaintiff, to a very large extent, 
and to plaintiff’s great injury and damage. The defendant, “O K 
Bus & Baggage Company,” answered, admitting its incorporation, 
and its engagement in the bus and baggage business, and further 
alleged that the name “O K Bus & Baggage Company” is the name 
which relates to the description of the business conducted by de- 
fendant, and that plaintiff had never used said name for any desig- 
nation of its origin or ownership, and has no rights in or to such 
name and no right to appropriate the same to its exclusive use, 
and no grounds upon which to claim infringement by defendant 
upon the name, designation, or advertising of plaintiff; and alleged 
that the name “O K Bus & Baggage Company” does not designate 
the origin or ownership of said defendant corporation. 

After hearing the evidence, the court, being of the opinion that 
plaintiff had failed to sustain its allegation of money damages, 
withdrew the case from the jury, and, upon consideration, granted 
a perpetual injunction, restraining defendant from the use of the 
letters “O K” in connection with its sign or signs, upon its ware- 
house, its place of business, and other places, and also upon tke 
vehicles used by it in its business, and in its advertising; it being 
stated in the order that it was not intended to enjoin the defendant 
from advertising or conducting its business in a lawful manner, but 
only to enjoin the defendant from the use of the letters “O K” in 
connection with its business and advertising. Exceptions were 
duly saved, and defendant appealed. 
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In its judgment the court found: 


“That plaintiff had sustained by the evidence all the material allega- 
tions of its petition with relation to the equitable features and injunction 
prayed for.” 


Defendant relies upon section 6741, Revised Laws 1910, which 
is as follows: 


“One who produces or deals in a particular thing, or conducts a par- 
ticular business, may appropriate to his exclusive use, as a trade-mark, 
any form, symbol or name which has not been so appropriated by another, 
to designate the origin or ownership thereof; but he cannot exclusively 
appropriate any designation, or part of a designation, which relates only 
to the name, quality, or the description of the thing or business, or th 
place where the thing is produced, or the business is carried on.” 


And counsel contend that the letters ““O K’’ have no relation 


either to the origin or ownership of the plaintiff's business, and 


therefore, under the section of the statute above quoted, plaintift 
has no exclusive right to the use thereof; that said letters are ap- 
plied to almost every class of business, and defendant has an equal 


right to the use thereof. 

The general doctrine of law as to trade-marks and symbols or 
signs which may be used in the prosecution of one’s business, and the 
protection which the courts will afford to those who originally ap- 
propriate them, do not appear to be questioned. Every one is at 
liberty to affix to a product of his own manufacture any symbol or 
device not previously appropriated, which will distinguish the article 
from others of the same general nature, and thus to secure the bene- 
fits of increased sales which may accure by reason of any particular 
excellence he may have given to the article so designated. Th 
symbol or device thus becomes a sign to the public of the origin o! 
the goods to which it is attached, and an assurance that they ar 
the genuine article of the person first appropriating the symbol; 
and the use thereof often becomes of great value, in preventing th: 
sale of a different or inferior article for the original product. It 
thus becomes his trade-mark, and he is entitled to protection in its 
exclusive use by the imposition of damages for its wrongful appro 
priation by another, or by restraining others from applying it to 
their goods, and requiring them to account for profits made by th: 
sale of goods marked with it. (Amoskeag Mfg. Co. v. David 
Trainer et al., 101 U. S. 51, 25 L. Ed. 993). However, under this 
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rule, one cannot claim protection in the exclusive use of a trade- 
name which would give him a monopoly in the sale of any goods 
other than his own. Neither can a generic name or a name 
descriptive of an article of trade, of its qualities, ingredients, or 
characteristics, be employed as a trade-mark, and the exclusive use 
of it be entitled to legal protection. (Canal Co. v. Clark, 13 Wall. 
311, 20 L. Ed. 581; Amoskeag Mfg. Co. v. Trainer et al., supra). 

The plaintiff’s petition seeks protection for plaintiff in its busi- 
ness, on the ground that the letters “O K” constitute a trade-name, 
and that the defendant has been guilty of an infringement thereof; 
and also upon the ground that defendant has been guilty of unfair 
competition. 

It may be conceded that, under the evidence, plaintiff is not en- 
titled to the exclusive use of the letters “O K” as a trade-mark 
within the law of that subject, and that it has no proprietary in- 
terest in the use thereof, in connection with its business. 

There would still remain the question as to whether defendant, 
under the findings of the court, should be restrained from continuing 
that kind of competition which is denominated as unfair and con- 
demned by the courts. 

Plaintiff’s place of business was located at 336 West First 
Street, while defendant’s place of business was in the same block 
at 300 West First Street. The plaintiff upon its building had 
painted its name in large letters, of which the letters “O K” formed 
a conspicuous part, and upon its vans and other vehicles had like- 
wise displayed said letters, and had used the same in its advertis- 
ing upon the curtains of theatres, in newspapers, telephone direct- 
ories, bills and stationery. The defendant had used the same 


letters in connection with its name displayed in similar manner upon 


its place of business, and in different advertising mediums, and its 
idvertisements were calculated to deceive an ordinarily unsuspect- 
ing person. The court found that defendant had simulated and was 
ising a form of advertising closely resembling that of plaintiff, for 
the purpose of deceiving plaintiff's customers, depriving it of its 
business and profits, and that said advertising had so deceived 
customers of plaintiff. 
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The leading English case (Lee v. Haley, 5 Chancery App. 
155) held that the “Guinea Coal Company,” which had carried on 
for some years at Pall Mall a large business and had acquired a 
considerable reputation, was entitled to enjoin the defendant, who 
had formerly been their manager and set up a rival business at 
another place, under the name of the “Pall Mall Guinea Coal Com- 
pany,’ and afterwards removed to Pall Mall, from the use of its 
name. In the opinion it is said: 


“TI quite agree that they have no property in the name, but the principle 
upon which cases upon this subject proceed is not that there is any property 
in the word, but that it is a fraud on a person who has established a trade 
and carries it on under a given name that some other person should assume 
the same name, or the same name with a slight alteration, in such a use 
as to induce persons to deal with him under the belief that they are dealing 
with the person who has given a reputation to the name. * * * That it 
is a fraud on the part of a defendant to set up a business under such a 
name as is calculated to lead and does lead other people to suppose that 
his business is the business of another person.” 


In Wotherspoon vy. Curry (5 L. R. [5 H. L.] 508), defendant 


was enjoined from using the word “Glenfield” in connection with a 
starch manufactured by him; the House of Lords holding that put- 
ting the word “Glenfield” upon his labels fraudulently and with the 
intention of making out that his starch was the starch of plaintiff, 
who had by use acquired the right to the use of the name “Glenfield’ 
on his starch, was a fraud upon the plaintiff; and in Thompson v. 
Montgomery (L. R. 41 Ch. Div. 35), although it was held that 
plaintiff was not entitled to register the words “Stone Ale” as a 
trade-mark, under the act of Parliament in that behalf, yet they had 
acquired by user the right to the use of the words, and the conduct 
of the defendant, being in the opinion of the court calculated to de 
ceive the public into supposing that his ales were brewed by plain 
tiff, he was enjoined from the use of said words. 

The rule announced by the Supreme Court of the United States, 
which has generally been followed in this country, is stated in 
Lawrence Mfg. Co. v. Tennessee Mfg. Co. (138 U. S. 537, 11 Sup. 
Ct. 396, 34 L. Ed. 997), as follows: 


“Undoubtedly an unfair and fraudulent competition against the busi- 
ness of the plaintiff—conducted with the intent, on the part of the defend- 
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ant, to avail itself of the reputation of the plaintiff to palm off its goods 
as plaintiff’s—would, in a proper case, constitute ground for relief.” 


And again, in McLean vy. Fleming (96 U. S. 245, 24 L. Ed. 
828), discussing what facts were necessary to constitute an infringe- 
ment of a trade-mark, it was said: 


“Much must depend, in every case, upon the appearance and special 
characteristics of the entire device; but it is safe to declare, as a general 
rule, that exact similitude is not required to constitute an infringement or 
to entitle the complaining party to protection. If the form, marks, con- 
tents, words, or the special arrangement of the same, or the general appear- 
ance of the infringer’s device, is such as would be likely to mislead one 
in the ordinary course of purchasing the goods, and induce him to suppose 
that he was purchasing the genuine article, then the similitude is such as 
entitles the injured party to equitable protection, if he takes seasonable 
measures to assert his rights and to prevent their continued invasion.” 


In Coats v. Merrick Thread Co. (149 U. S. 562, 13 Sup. Ct. 
966, 37 L. Ed. 847), it was said: 


“There can be no question of the soundness of the plaintiffs’ proposi- 
tion that, irrespective of the technical question of trade-mark, the defend- 
ants have no right to dress their goods up in such a manner as to deceive 
an intending purchaser, and induce him to believe he is buying those of the 
plaintiffs. Rival manufacturers may lawfully compete for the patronage 
of the public in the quality and price of their goods, in the beauty and 
tastefulness of their enclosing packages, in the extent of their advertising, 
and in the employment of agents; but they have no right, by imitative 
devices, to beguile the public into buying their wares under the impression 
they are buying those of their rivals.” 


In Celluloid Mfg. Co. v. Cellonite Mfg. Co. (32 Fed. 94), the 


court enjoined the use of the word “Cellonite” by the defendant, 
because the similarity of that word to the word “Celluloid,” used 
by plaintiff, representing an article manufactured by both, was 
sufficient, under the circumustances, to mislead the ordinarily un- 
suspecting purchaser. In the opinion, it was said: 

“The defendant’s name was of its own choosing, and, if an unlawful 
imitation of the complainant’s, is subject to the same rules of law as if it 
were the name of an unincorporated firm or company. It is not identical 
with the complainant’s name. That would be too gross an invasion of the 
complainant’s rights. Similarity, not identity, is the usual recourse when 
one party seeks to benefit himself by the good name of another. What 


similarity is sufficient to effect the object has to be determined in each case 
by its own circumstances.” 


Shaver v. Heller & Merz Co. (108 Fed. 821, 48 C. C. A. 48, 


65 L. R. A. 878), is a well considered case on this subject, support- 
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ing the foregoing rule, and reviews the authorities at great length, 
in an able opinion by Sanborn, Judge. 


The unfair competition complained of in this case is similarity 


in its advertising, which, according to the findings of the court, so 
closely resembled that used by plaintiff as to deceive and mislead 
plaintiff's customers. 

In Knott v. Morgan (48 Eng. Rep. [Reprint] 610), the Rolls 
Court granted an injunction restraining the defendant from using 
upon its omnibus the words “Conveyance Company,” or “London 
Conveyance Company,” or any device used by plaintiffs for the pur 
pose of distinguishing their property, and thereby depriving them 
of the profits of their business by attracting custom, on a false repr: 
sentation that carriages really the defendant’s belonged to and wer 
under the management of the plaintiff's. 

In the case of N. Y. Cab Co. v. Mooney, cited by Browne on 
Trade-Marks, at page 573, defendants were enjoined from using 
cabs, painted and lettered to create the impression that they be 
longed to the plaintiff. 

In American Brewing Co. v. St. Louis Brewing Co. (47 Mo. 
App. 14), it was held that: 

“Even where there may be no exclusive right to the use of a word, 
* * * as a trade-mark, a person who uses signs and devices, containing thi 
word, for the purpose of advertising the sale of goods of his manufacture, 
will be entitled to protection against the fraudulent imitation of such signs 
and devices by others for the purpose of representing their goods as 
those of his manufacture.” 

In Johnson v. Hitchcock (3 N. Y. Supp. 680), a real estat 
auctioneer, who for many years had sold suburban property on thi 
installment plan and had always used in his business, and for sey 
eral years had printed in connection with his advertisements, a repre- 
sentation of a flag, with stars on the upper and lower borders, was 
awarded an injunction against the use of a like arrangement of 
stars, upon the representation of a flag used in the advertisement! 
of another real estate auctioneer, who sold suburban property on tli 
installment plan. 

The case of Weinstock Lubin & Co. v. Marks (109 Cal. 529, 
42 Pac. 142, 30 L. R. A. 182, 50 Am. St. Rep. 57), further illus- 
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trates this principle. Plaintiffs had adopted the name “Mechanics 
Store,” for their place of business, and in the management and con- 
duct of their business fixed a price upon each and every article, 
marked the same in plain figures thereon, and sold such articles at 
the prices so marked, and never deviated therefrom. By extensive 
advertising throughout the entire Pacific Coast, their method of 
doing business became widely known, and plaintiffs acquired a wide 
and honorable reputation. Plaintiffs’ place of business was located 
in a building of peculiar architecture. Defendant erected a build- 
ing of similar architecture, adjoining that of plaintiffs, and, for 
the purpose of deceiving customers of such firm, adopted the name 
“Mechanical Store,” and refrained from using any sign about the 
building to designate the proprietor. The court held that equity 
could not compel the defendant to designate who was the proprietor 
of his store, but required him to distinguish his place of business 
from the other, in some way that would be a sufficient indication to 
the public that his store was a different place of business from that 
of the other. 

Many other authorities could be cited announcing the same 
rule under similar circumstances, but the foregoing appears to be 
sufficient to indicate the state of the law on this subject. 

The rule may be summed up thus: That all practices between 
business rivals which tend to engender unfair competition are odious 
to the law and will be restrained by the courts, for no man will be 
permitted to make use of signs or tokens which serve to confuse the 
identity of his business with that of another, so as to mislead the 
public and divert business from his competitor to himself. Where 
a person intentionally uses signs or advertising or other devices or 
symbols in imitation of those theretofore adopted by a business 


rival, for the purpose of deceiving the public and obtaining for 


himself the benefits properly belonging to his competitor, by reason 


of adoption of such sign, symbol, or advertising, the use of such 
imitation will be restrained. (Paul on Trade-Marks, §223; Browne 
on Trade-Marks, §43; Lawrence v. Tennessee, supra). 

The defendant urges as an additional matter of defense, that 


various other business enterprises were being conducted under names 
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of which the letters “O K” formed a part, and that by reason 
thereof plaintiff has no right to complain of such use by the de- 
fendant. It is obvious, however, that such letters in connection 
with the other. business enterprises were not used in such a way as 
to interfere with plaintiff’s business, or to create the impression i: 


the mind of a person dealing with any of such concerns that they 


were dealing with plaintiff, because the line of business in which 
they were engaged is wholly unlike that of plaintiff. 

Particular reference is made to the “Phillips O K Bus, Bag- 
gage & Carriage Company;” but it appears that this concern is 
not engaged in the transfer and storage business, as is the defend 
ant, and that a working arrangement exists between plaintiff and 
said “Phillips O K Bus, Baggage & Carriage Company,’ whereby 
the transfer and storage business that may come to it will be de- 
livered to plaintiff, and there is therefore no competition between thie 
two. 

A similar question was involved in Celluloid Mfg. Co. v 
Cellonite Mfg. Co., supra, where Mr. Justice Bradley of the United 
States Supreme Court delivered the opinion, and said: 

“But it is obvious that such special names indicating confinement to « 


particular branch of the trade, are wholly unlike complainant’s genera! 
name of ‘Celluloid Manufacturing Company.’ Besides this, it is altogether 


probable, as we gather from one of the affidavits, that these branch com 
panies are mostly licensees of the complainant, and very properly use the 
word ‘Celluloid’ in their names. We think that this defense cannot justly 
prevail.” 

The same rule applies in this case under the facts disclosed by 
the evidence, and defendant cannot urge these matters as a defense 
herein. 

Neither can the question of laches enter into this case, for it 
appears from the allegations of the petition, and from the evidence, 
that only within a very recent time had defendant engaged in the 
transfer and storage business in competition with plaintiff, and that 
plaintiff promptly brought this action, upon learning of the unfair 
methods of competition indulged in by defendant. (Celluloid Mfa 
Co. v. Cellonite Mfg. Co., supra). 
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At the trial, defendant offered to prove that plaintiff, through 
its agents and employees, had represented themselves as being in 
the service of defendant, and by such unfair means had succeeded 
in diverting their patronage to the plaintiff. This offer was ex- 
cluded, and error is urged. Ordinarily, in an action of this kind, 
1 counterclaim on the part of defendant alleging that he is him- 
self the owner of the name and that plaintiff has wrongfully 
ised it, and asking that plaintiff be restrained from the use 
thereof and required to pay damages for the infringement of 
defendant’s rights, is proper, and if the allegations thereof are 
sustained defendant is entitled to the relief sought. (G. & H. Mfg. 
Co. v. Hall, 61 N. Y. 226, 19 Am. Rep. 278). It appears, however, 
that defendant only offered to prove a single instance of such con- 


duct, and that the attempt of plaintiff's employee was discovered, 


ind that defendant collected the charge for the services performed 
by the agent of plaintiff. Had the evidence been admitted, there 
would have been no proof of actual damages, and its exclusion, if 
error, was harmless. 


The judgment is affirmed. All the Justices concur. 


Prest-O-Lite Company v. Ray, ET AL. 


New York Court of Appeals 
May 1, 1917. 


Trape-Marks—GenNeric Worps. 

Where plaintiff's use of the words “Prest-O-Lite,” as applied to 
metal cylinders filled with gas for automobile purposes, indicated, in 
addition to the manufacture and business of the plaintiff, a system of 
exchange of empty cylinders, for refilled cylinders, at a greatly re- 
duced rate, and where another acetylene gas holder was on the market 
and in use, known as the “Autogas,” plaintiff's trade-mark is not a 
generic word, indicating the article irrespective of the maker, and is 
a valid trade-mark. 
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On appeal from a judgment of the appellate division of th. 
Supreme Court, which reversed a decision of the appellate term, 
affirming a judgment of the municipal court of the city of New 


York in favor of plaintiff, and dismissed the complaint. Reversed. 
For the opinion of the court below, see 4 T. M. Rep. 202. 


Keyes Winter, for appellant. 


Louis Lande, for respondents. 


Crane, Judge: The question presented upon this appeal is, 
whether the plaintiff has a trade-mark in the name Prest-O-Lite 
which can be registered and protected under the provisions of 
section 367 of the General Business Law (Cons. Laws, ch. 20), 
or whether the name has been so connected and identified with the 


steel tank for the storage of acetylene gas as to become generic and 


free to public use, upon the expiration of the patents covering said 
tanks. 

In 1900 Georges, Marie, Auguste, Claude and Georges Albert 
Hess were granted letters patent, No. 664,383, by the United 
States Patent Office, for an apparatus for the storing and dis- 
tributing of acetylene gas. It consisted of a closed vessel, or pre- 
pared ‘“‘package,” containing a supersaturated solution of acetylene, 
produced by forcing acetylene under pressure into acetone as a 
solvent. 

These letters patent were assigned on June 3, 1901, to the Com- 
mercial Acetylene Company, which, on March 8, 1905, by agreement, 
licensed the Concentrated Acetylene Company of Indianapolis, 
Indiana, to manufacture and sell the acetylene storage cylinders and 
appurtenances for a certain period “but only for the purpose of use 
in connection with the lighting of lamps of automobiles, carriages 
and other moving vehicles, but not including railway or tram-cars, 
or boats, or marine vessels.” This license agreement was, on the 
24th day of October, 1906, renewed and extended to January Ist, 
1918, upon the understanding that the licensee should thereafter be 
formally incorporated under the name of the Prest-O-Lite Company. 
The plaintiff herein is the Prest-O-Lite Company, successor to the 
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Concentrated Acetylene Company of the City of Indianapolis, 
organized in 1904. 

The tanks, which were made and sold under the license agree- 
ment, were steel tanks filled with asbestos, into the pores of which 
was poured the solvent, acetone, charged with acetylene gas under 
250 pounds pressure. The asbestos prevented spilling and ex- 
plosion, and a reducing valve provided substantially a uniform 
pressure at the outlet passage to the burner. The tanks were for 
use in providing lights upon automobiles, and were of three sizes. 
Size B, most commonly used, sold for $25, furnishing forty hours’ 
lighting. The price, however, included exchange privileges. 

These exchange privileges were an extensive and important 
part of the business built up and established by the plaintiff, in 
connection with the sale and use of the acetylene gas tank for auto- 
mobile lighting. Recognizing that automobiles traveled over the 
country, far distant from the original source of supply of acetylene 
gas, the plaintiff established over fifteen hundred agencies in various 
parts of the United States, Canada and Europe, at which auto- 
mobilists could exchange their exhausted gas supply for recharged 
tanks, at the much reduced cost of $1.50 to $3.00. This price 
covered merely the cost of the acetylene gas. The gas tank or 
package could not be easily refilled as it required the appliances for 
producing the required pressure; therefore, the plaintiff shipped 
to its various agents the gas packages fully charged with acetylene 
gas which were exchanged by the agents for the exhausted tanks 
of the automobilists, and these, in turn, were shipped back to the 
plaintiff for refilling. Through this method of doing business the 
plaintiff has established a very valuable exchange system which en- 


ables the purchaser of its tank to obtain at various places throughout 


the country a refilled tank at nominal cost, with little or no incon- 


venience. It is this exchange privilege which is covered by the 
initial charge of $25. The plaintiff, since its incorporation, has 
sold between 650,000 and 700,000 of these tanks. 

Upon the cylinders, the plaintiff placed and etched the words 
“Prest-O-Lite.” It is not divulged by what name the tanks used 


upon railroad cars, boats, etc., as manufactured by the Commercial 
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Acetylene Company, were known, but the tank manufactured by the 
plaintiffs as above stated was known as its ‘“Prest-O-Lite” tank, 
and described in its circulars and advertisements as ‘‘Prest-O-Lite.” 
From papers introduced by the defendant, it appears that the Avery 
Portable Lighting Company of Wisconsin manufactured an acety- 
lene gas tank, known as the “Autogas Tank.” 

The plaintiff's position in this case may be thus stated. The 
acetylene gas cylinder manufactured by it for many years was 
described in the specification for the patent as a “closed vessel,’ a 
“prepared package,” or “an apparatus” for storing and delivering 


gas. Certain sizes of cylinders have been manufactured by the 


plaintiff for automobile purposes and have been placed upon the 
market under license from the owner of the patent, and, by estab 


lishing an exchange system throughout the country, the plaintifi 
has built up a large business for its gas receptacle, which it has 
called by the name of “Prest-O-Lite.” The initial cost of the tank 
includes the privilege of making exchanges for refilled cylinders 
at a very low price. The Prest-O-Lite, therefore, is more than a 
name for an article of manufacture or a holder containing gas, as 
it carries with its name the privilege, held out by the plaintiff, of an 
easy exchange for nominal cost of exhausted for refilled tanks. 
Prest-O-Lite includes a utility and a right, the one manufactured by 
the plaintiff, the other established by its method of business. The 
name, therefore, is associated with the plaintiff as the manufacturer. 

Prest-O-Lite, the plaintiff claims, has become its trade-name. 
which can be used exclusively, although the patent upon the acety- 
lene gas tank has expired. This case was tried upon the theory 
that the Claude-Hess patent had expired. Since the decision of the 
lower courts, the case of Fireball Gas Tank & Illuminating Com 
pany v. Commercial Acetylene Company and the Prest-O-Lite Com- 
pany has been decided by the United States Supreme Court (239 
U. S. 156), which may lead to the conclusion that the patent has 
not expired. This decision, however, is not conclusive, one way or 
the other, upon the plaintiff's rights here. It claims a trade-mark 
in the name ‘Prest-O-Lite,” which attaches to the acetylene cylin- 


ders manufactured by it, irrespective of patent rights. 
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If the words are generic and have become a name by which the 
public know the acetylene gas tank, irrespective of its manufacture, 
then, of course, the plaintiff has no trade-mark and must look to 
its patent for protection. On the other hand, if the words are 
not generic, but indicate the product of the plaintiff, then the words 
may constitute a trade-name, protected as such, even though the 
patent rights have expired. (Batcheller v. Thomson, 93 Fed. Rep. 
660; President Suspender Co. v. MacWilliam, 238 Fed. Rep. 159 
[7 T. M. Rep. 103]). 

Pursuant to section 367 of the General Business Law, the 
plaintiff, in December of 1912, registered with the secretary of 
state its trade-name “Prest-O-Lite” contained in a rectangular label, 
and filed a description with the county clerk of Queens County, the 
place where it was conducting its business. It also complied with 


the other statutory requirements. Section 367 protects the regis- 


tered trade-mark, by providing that no person shall sell, in any 


vessel, package or receptable on which the trade-mark appears, any 


substance other than the original contents, placed therein by the 
proprietor of the label, and for the violation of this law a penalty of 
$100 is imposed. 

This action was brought against the defendants for the viola- 
tion of this law, for having, on the 16th day of January, 1913, in 
the City of New York, sold one of the plaintiff's containers, marked 
with the label “Prest-O-Lite” and filled with acetylene gas manu- 
factured by the Searchlight Gas Company. The facts are undis- 
puted. The action was brought in the Municipal Court, where judg- 
ment was rendered for the plaintiff, which, upon appeal, was 
affirmed by the Appellate Term. The Appellate Division, however, 
has reversed the judgment and dismissed the complaint, upon the 
ground that Prest-O-Lite became a generic word, indicating the 
article of manufacture, irrespective of its makers and, therefore, not 
the subject of a trade-mark. 

In this we cannot agree with the Appellate Division. The ex- 
change system established by the plaintiff, as above described, 
clearly connected the name “Prest-O-Lite’ with the manufacture 


and established business methods of the plaintiff. Further, the 
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plaintiff had but a limited license from the owner of the patent, 
restricted to the manufacture and sale of these gas cylinders for 
automobile purposes, the owner reserving the right to manufacture 
and sell similar receptacles for boats, railroad trains and the like. 
Another acetylene holder was upon the market, and in use, known 
as the “Autogas Tank.” In these particulars, this case is dis- 
tinguished from Singer Mfg. Co. v. June Mfg. Co. (163 U.S. 169) 
and Dover Stamping Co. v. Fellows (163 Mass. 191). 

The view which we have taken of this case is in harmony with 
the decisions of the Federal courts upon the same question. In 
Searchlight Gas Company v. Prest-O-Lite Co. (215 Fed. Rep. 692 
[4 T. M. Rep. 273]) the Circuit Court of Appeals for the Seventh 
Circuit stated, in reference to the containers manufactured by the 
Prest-O-Lite Company: 


“Upon the package was displayed the trade-mark, Prest-O-Lite. And 
in accepting packages so marked hundreds of thousands of users came to 
expect and rely on appellee’s skill in furnishing them a certain high 
quality and reliable quantity of acetylene gas. * * * 

“But appellee has property rights beyond its strict trade-mark rights. 
A consumer of ordinary articles of trade goes to his local merchant for a 
fresh supply, or has it sent to his home. A Chicago automobilist, starting 
for seashore or mountains and extending his travel into the night, may 
exhaust his supply of acetylene gas hundreds of miles from home. With 
such contingencies in mind appellee established a system of service. By 
an expenditure of over $1,000,000 appellee enabled more than 600,000 users 
of Prest-O-Lite to get a new supply in every city and town and nearl) 
in every village in our land. For an original Prest-O-Lite gas package 
the customer paid $25; for each subsequent package, $2.50 and the sur- 
render of the empty steel bottle. * * * 

“So it is apparent that something more is involved here than the ques 
tion of rights flowing from the sale and purchase of original Prest-O-Lite 
gas packages. That something more is an incorporeal right that may best 
be called service, the right to serve and be served without interference 
from outsiders. Such a right, as a species of property, has been recognized 
and upheld. * * * 

“While service is not trade in articles of commerce, and while trade- 
marks, as such, must actually be put upon articles of commerce or their 
containers, we see no reason why an intending servitor may not offer his 
service under an arbitrary name or sign as well as under his real name. 
And the ultimate fact of importance is that in the automobile world Prest 
O-Lite came to stand, not only for the physical article, but also for th 
incorporeal right to serve and be served.” 


And referring to the Singer Case, said: 


“Singer Co. v. June Co. (163 U. S. 169, 16 Sup. Ct. 1002, 41 L. Ed. 118), 
no application. Acetylene gas packages were patented, and the patent 
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has expired. Appellee had a license to make gas packages for automobile 
use, and affixed to its packages the trade-mark, Prest-O-Lite. At the 
same time the patentee made gas packages for use in lighting buoys and 
railroad cars, and distinguished its packages by other names or marks. 
We do not understand the Singer case to hold that at the expiration of a 
patent all the marks and names used by the licensees become public prop- 
erty as the one generic name of the patented article. In this case, further- 
more, Prest-O-Lite meant more than the particular article made for auto- 
mobile use.” 

To the same effect are the following cases, in all of which the 
name Prest-O-Lite is referred to as the plaintiff's trade-mark: 
Prest-O-Lite Co. v. Heiden (219 Fed. Rep. 845 [5 T. M. Rep. 
119]); Prest-O-Lite Co. v. Davis (215 Fed. Rep. 349 [4 T. M. 
Rep. 419]); Prest-O-Lite Co. v. Davis (209 Fed. Rep. 917 [4 T. 
M. Rep. 91]); Prest-O-Lite Co. v. Bogen (209 Fed. 915) ; Prest-O- 
Lite Co. v. Avery L. Co. (161 Fed. Rep. 648); Prest-O-Lite Co. 
v. Post & Lester Co. (163 Fed. Rep. 63). 

The constitutionality of section 367 of the General Business 
Law has not been questioned before us, and, therefore, we do not 
discuss it. 

The judgment of the Appellate Division should be reversed 
and the determination of the Appellate Term affirmed, with costs 
in Appellate Division and this court to the appellant. 


Cuase, Judge: I concur because of the plaintiff's ownership 
of the trade-mark and hold that the vessel or receptacle considered 
in the case had upon it, at the time in question, such trade-mark, 
and that by the express language of the statute (General Business 
Law, $367) a trade-mark is intended “to protect the owners of trade- 
marks or labels against imitation and refilling of all packages and 


receptacles while bearing such trade-marks.’ I do not intend to 


hold that an owner of such a vessel or receptacle cannot use or 


traffic therein, when the registered design constituting the trade- 
mark is obliterated or defaced, without substantial injury to such 
vessel or receptacle, as contemplated by the statute. 

Hiscock, Ch. J., Hogan, Pounp and ANprews, JJ., concur 
with Crane, J., and Cuase, J., concurs in memorandum, in which 
also Hiscock, Ch. J., concurs. 
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Prest-O-Lite Company v. BrIcKNER. 
(220 N. Y. 209) 


New York Court of Appeals 
May 1, 1917. 
The opinion of the lower court follows: 


Keyes Winter, for appellant. 


Louis Lande, for respondent. 


Judgment of Appellate Division reversed, and determination 
of the Appellate Term affirmed, with costs in Appellate Division and 
in this court, on authority of Prest-O-Lite Co. v. Ray (220 N. Y. 
522 |7 T. M. Rep. 381]). 

Concur: Hiscock, Ch. J., Cuase, Hogan, Pounp, Crane and 


Anprews, JJ. Not sitting: McLaveuuin, J. 





Tue Prest-O-Lire Company v. NorMan M. BrickNer. 


New York Supreme Court 


Appellate Division, First Department, April 17, 1914. 


1. New York Business LAw—PENALTY. 

In a penal action, to recover the sum of $100 for violation of 
§367 of the General Business Law, it is unimportant that the plaintiff 
might have a cause of action in equity for unfair competition. The 
penal action can be maintained only for infringement of a valid trade- 
mark, registered as provided by the statute. 

Name or Patentep ArticLE—UseE By LICENSEE. 

A licensee under a patent, whose license is limited both as to terri 
tory and as to use of the patented article, and who applies to the 
article made under the license an arbitrary name, loses his exclusive 
right therein, upon the expiration of the patent. There is no difference 
in principle between use of a name by a licensee and the use thereof by 
the owner of the patent. 

3. Generic Term—*Prest-O-Lite.” 

The name “Prest-O-Lite,” used upon an article made by the 
license under a patent became generic upon the expiration of the 
patent. There can be no recovery of the statutory penalty, therefore, 
for the use of this name by another. 
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Appeal by the defendant from an order of the appellate terms 
of the supreme court in favor of the plaintiff, affirming a judgment 
of the municipal court of the city of New York. Reversed. 

Howard §. Gans, for the appellant. 


Keyes Winter, for the respondent. 


LaveuHuin, Judge: This action and Prest-O-Lite Co. v. Ray 
(162 App. Div. 62 [4 T. M. Rep. 202]) were tried together, and 
most of the material facts are the same in each. 


In this case it appeared that the Searchlight Gas Company’s 
labels on the tanks sold by the defendant completely covered the 
word “Prest-O-Lite” appearing on the body of the tank, and it was 
represented by the employee of the defendant, who exchanged the 


tanks for the defendant in this instance, that he was delivering to 


the purchaser a “Prest-O-Lite,” and on being asked where the name 
“Prest-O-Lite” appeared, he scratched off the label and revealed it. 
The decision of the case, therefore, is controlled by the views ex- 
pressed in the opinion in the companion case, to which reference 
has been made, and on the authority of the decision in that case the 
determination of the Appellate term is reversed, with costs to ap- 
pellant, and the judgment of the Municipal Court is reversed and 


the complaint is dismissed, with costs. 


INGRAHAM, P. J., and Scorrt, J., concurred; McLAvUGHLIN and 
lorcukiss, JJ., dissented. 


MoNTEGUT, ET AL. Vv. HICKSON, ET AL. 
(164 N. Y. Supp. 858) 
New York Supreme Court 
Appellate Division, First Department, May {, 1917. 
1. Unrarrm Competition—CopyinG Mopets. 


A dressmaker has a legal right to copy and sell as its own crea- 
tions the exclusive models of another, provided the model, or an in- 
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spection of the model, is obtained by fair means, but has no such right 
if accomplished through fraud or deception, by procuring a person to 


t 


misrepresent herself as a bona fide customer, purchasing the gowns 
for personal wearing apparel. 
On appeal from an order granting plaintiff's motion for judg- 
ment on the pleadings. Affirmed, with leave to defendant to with- 
draw demurrer and to answer. 


Argued before Ciark, P. J., and Laveuin, Dow tinea, Davis 
and SHEARN, JJ. 


Sidney J. Loeb, of New York City, for appellant. 
Bert Cohen, of New York City, for respondents. 


Suearn, Judge: In the case of Burrow v. Marceau (124 App. 
Div. 665, 109 N. Y. Supp. 105) Mr. Justice Ingraham, writing for 
a unanimous court, said: 

“There is no hard and fast rule by which it can be determined when 
the court will interfere by injunction to prevent what is practically a fraud 
upon a person engaged in business by the unfair methods of competition. 
Each case must depend upon its own facts; but where it is clearly estab- 
lished that an attempt is being made by one person to get the business of 
another by any means that involves fraud or deceit, a court of equity will 
protect the honest trader and restrain a dishonest one from carrying out 
his scheme.” 

Although the facts in that case are wholly dissimilar from the 
facts in the case at bar, the principle thus broadly and tersely stated 
is one which should be decisive of this case. In the opinion of Mr. 
Justice Davis it is said: 

“Nor do I think that the deception by means of which the defendant 
obtained possession of plaintiffs’ models affects the question.” 

To my mind, under the principle correctly laid down in the 
Burrow Case, supra, and under the law of unfair competition as 
generally understood, the deception employed is the very heart of 
the matter. It must be conceded that, if the defendant obtained 
possession of plaintiffs’ models by bribing one of plaintiffs’ em- 


ployees to furnish surreptitiously an opportunity to copy them, the 
means employed would constitute unfair trade. (Tabor v. Hoff 
man, 118 N. Y. 31, 23 N. E. 12, 16 Am. St. Rep. 740). While the 


case supposed involves a violation of the duties growing out of the 





MONTEGUT, ET AL. V. HICKSON, ET AL. 391 


relation of master and servant, the resort to bribery is not con- 
demned because it causes the servant to violate his duty to his 
master, but because it is an unfair and dishonest trade practice. 

I agree that the defendant has a legal right to copy and to sell 
as its own creations the exclusive models designed by the plaintiffs, 
if the models or an inspection of the models are procured by fair 
means; but I deny the right of the defendant to obtain plaintiffs’ 
trade by resort to fraud and deception practiced upon the plaintiffs 
at the instigation and hiring of the defendant. Paraphrasing the 
opinion of Judge Vann in Tabor v. Hoffman, supra: Because an in- 
spection of or possession of plaintiffs’ models may be possible by 
fair means, it does not justify obtaining the same by unfair means. 
Here the defendant, not only obtained possession of the exclusive 
artistic creations of the plaintiffs by fraud and deception, but physi- 
cally removed therefrom the plaintiffs’ trade-mark, exhibited the 
gowns to its customers, and represented them to be its own importa- 
tion, created by persons other than the plaintiffs. The natural and 
intended result was to divert from the plaintiffs and appropriate 
by the defendant trade and custom that would otherwise go to the 
plaintiffs; for, if the styles were popular and could only be ob- 
tained at the plaintiffs’ establishment, the defendant could only ob- 


tain the custom of persons seeking these styles by obtaining the 


models and copying them. For this express purpose, and knowing 
that plaintiffs would only sell copies of these models to bona fide 
customers purchasing for personal use, the defendant conceived and 


put into effect its scheme of imposition and fraud upon the plaintiffs, 


by procuring a person to misrepresent herself as a private customer, 
buying the gowns to wear herself, and thus misled and deceived the 
plaintiffs into turning over their models to the defendant. We 
are not concerned with the fraud practiced by the defendant on its 
own customers, except in so far as it tends to brand the entire trans- 
action and trade methods of the defendant as dishonest and fraudu- 
lent. 

While the relief asked for in the complaint is too broad, in 
my opinion plaintiffs are entitled to a judgment, assuming the 


allegations in the complaint to be true, enjoining the defendant 
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from exhibiting and selling gowns and capes which are copies of 


those obtained from the plaintiffs by means of fraud and deception, 
and therefore the order granting plaintiffs’ motion for judgment on 
the pleadings should be affirmed, with $10 costs and disbursements, 
with leave to defendant to withdraw the demurrer and to answer, 


upon payment of costs in this court and in the court below. Order 


filed. 
LavuGHLIN and Dowtina, JJ., concur. 


Davis, Judge (dissenting): The defendant demurred to the 
complaint on the ground that it failed to state facts sufficient to con- 
stitute a cause of action. Upon these pleadings the court granted 
plaintiffs’ motion for judgment. 

The complaint alleges that the plaintiffs are engaged in busi- 
ness as high grade dressmakers at 13 West Fifty-Sixth Street, New 
York City, and at 9 Rue de la Paix, Paris, under the name of “Bou: 
Soeurs,” with the most exclusive clientéle; that the establishment 
of the plaintiffs has an international and enviable reputation for the 
creation of exclusive models and styles; that these models and styles 
are created in Paris at great expense and after much experimenting; 
that they are brought by plaintiffs to their establishment in New 
York City, where they exhibit them to their patrons as their own 
creations and exclusive models; that these models consist of gowns, 
capes, and apparel, and bear the mark “Boue Soeurs,” thereby in 
suring exclusiveness of design and the highest quality of material. 

The complaint proceeds to allege that defendant is a dealer in 
gowns at 661 Fifth Avenue, New York City, and that the defendant, 
well knowing the reputation of the plaintiffs for creating exclusive 
models, which become the standard for prevailing styles, for the 
purpose of unlawfully securing to itself the benefits and advantages 
incident to the exhibition and sale of the artistic creations of the 
plaintiffs, by palming off the same as its own importations, in 
October, 1916, caused certain of the plaintiffs’ own exclusive gowns 
and a cape to be purchased from the plaintiffs by a lady who repre 
sented herself to be a private customer, buying the gowns for her 


personal use, which representations were believed by the plaintitis 
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to be true and relied upon by them, although the said representations 
were false; that the said gowns and cape were delivered to the said 
purchaser, who in turn delivered them to the defendant, Hickson, 
Incorporated ; that thereafter the defendant, Hickson, Incorporated, 
took out from said gowns the marks “Boue Soeurs,” and exhibited 
and are exhibiting the gowns and cape, and copies thereof, to its 
customers, and represented and are representing the gowns and cape 
to be their own importations, and to be creations of certain alleged 
dressmakers in Paris, France, other than the plaintiffs, and said 
Hickson, Incorporated, exhibited and offered to sell, and is con- 
tinuing to exhibit and offering to sell, to its customers said gowns 
and cape, and copies thereof, thereby deceiving the public, injuring 
the reputation of the plaintiffs’ firm, causing it to lose sales, and 
making customers of the firm suspicious of plaintiffs’ representa- 
tions, all to the plaintiffs’ great damage. 

Plaintiffs then demand judgment restraining defendant from 


exhibiting and selling said gowns and capes, or copies thereof, and 


from making any representation as to the origin thereof, except that 


they are the creation and styles of the plaintiffs, and for $25,000 


pare 


damages. 

The plaintiffs claim that the defendant is engaging in unfair 
competition and dishonest trade methods, causing direct injury to 
plaintiffs’ business. The question of patent or copyright is not in- 
volved in this case, as the plaintiffs’ models are neither copyrighted 
nor patented. 

The plaintiffs ask the court to enjoin their competitor, the de- 
fendant, from exhibiting and selling those models and designs, and 
copies thereof, as its own production, it having obtained possession 
of them for that purpose by false representations as to the purpose 
for which it bought them. 

This is not the usual case of misrepresentation, where a person 
offers for sale his own creations under the marks or labels of an- 
other. Here the defendant removed from the purchased models 
every mark. serving to identify them as those of the plaintiffs. It 


is a ease of copying and selling the creations of the plaintiffs, by 
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representing them to be the product of the defendant’s own inven- 
tion, or that of persons other than the plaintiffs. 

We may assume that the plaintiffs sell their models and copies 
thereof to the public generally, endeavoring as far as possible to 
avoid selling them to their competitors. When once sold, the plain- 
tiffs retained no right to control the use to be made of them. If 
the purchaser chooses to represent himself as the creator of the 
models, and sell copies of them to the public, it is an act which a 
court of equity will not restrain. While the defendant’s act of ap- 


propriating the ideas and work of the plaintiffs may be unreservedly 


condemned in its moral aspect, it is not an act which the courts have 
thus far regarded as unfair competition. Nor do I think that the 
deception by means of which the defendant obtained possession of 
plaintiffs’ models affects the question. 

If the charge of deception, as alleged, be true, and we assume 
it to be true for the purpose of this appeal, while it reflects seriously 
upon the character of the defendant as a merchant, the deception 
practiced does not affect its right to full control over the models 
it bought, including the selling of copies, the suppressing of the 
fact that they are the creations of the plaintiffs, and the holding 
of them out as the product of the defendant’s own taste and experi 
ence. 

For these reasons, the order appealed from should be reversed, 


and the motion for judgment on the pleadings denied. 
Crark, P. J., concurs. 


[For further cases on the subject of imitation of goods, see 7 T. M 
Rep. 179, note]. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 
Cray, A. C.: <An interference was declared between the trad: 
mark of Peet Bros. Co., whose word consisted of the word ‘“‘Creme’ 


for toilet soap, and the trade-mark of Magic Soap Co., their mark 


being the word “Cream” with the picture of pigs and other fea 
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tures, for laundry soap, the picture of the pigs being the prominent 
feature of the latter mark. 

The interference was dissolved, as no conflict of the marks 
was apparent.’ 

Cray, A. C.: An application to register as a trade-mark for 
selfrising wheat flour, the picture of a negro eating a watermelon 
and the word ‘“‘Good-enuf,” was opposed, opponent claiming that 
confusion would be caused by the similarity of applicant’s mark 
with its own, which consisted of the picture of a negro woman, with 
a bandanna around her head, and the name “Aunt Jemima.” The 
opposition should not be dismissed on motion. A later comer in a 
tield of trade who chooses a trade-mark which is at all similar to the 
trade-mark of one already having a wide reputation in that field 
is under suspicion, in the absence of a clear reason for his choice. 
The case should go to proofs and the dismissal is reversed.? 

Cray, A. C.: In a controversy between the ownership of the 
trade-mark “Duckskin” and “Duxbak,” it was held that leather 
of heavier forms, on which Schieren Co., placed its mark, is of the 
same descriptive properties as sheep and goat skin for clothing, 
book binding and fancy articles, bearing the trade-mark of the Hel- 


brun Leather Co. It is the material, leather, that is concerned. 


There is no occasion to restrict the first user to exclude light, fancy 
leather.® 


Cray, A. C.: The owner of the trade-mark “Grape Nuts” 
filed an opposition to the registration of “Bran Nuts’ for a break- 
fast food, opposer claiming that the latter mark conflicted with its 
own. Held that the opposition was properly sustained, because op- 
poser’s mark is fanciful and there is no excuse for applicant imita- 
ting it, as he could call his product bran—something else.* 

Cray, A. C.: The word “Sumore” for wheat flour, on a scroll 
ind, below this, a diamond shaped figure with three stars, was re- 

'Peet Bros. Co. v. Magic Soap Co., 122 Ms. Dec. 147, March 14, 1917. 

*Aunt Jemima Mills Co. vy. Kirkland Distributing Co., 122 Ms. Dec. 7, 


ebruary 14, 1917. 


Chas. A. Schieren Co. v. Helbrun Leather Co., 123 Ms. Dec. 19, May 
1917. 


‘Postum Cereal Co., Ltd. v. Hillis, 123 Ms. Dec. 41, May 14, 1917. 
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fused registration because of resemblance to the word “SuM. 
The examiner attached too much importance to the word “Sumore.’ 
The devices are distinct as a whole and even the words have 
different meaning. The examiner is reversed.’ 


Cray, A. C.: An application filed to register the word “Ecco 


for rubber insulated wire, was rejected on the ground of similarity) 


to ““Eaco” of Electric Appliance Co., on a black block for electrica! 
appliances generally. The examiner did not attach due importance: 
to the registered mark, as a whole, including the background. Eve: 
without this, applicant's mark “Ecco” in sound, and probably i: 
meaning, differs much from ‘“‘Eaco” and the mark is therefor 
allowed.” 

Cray, A. C.: Application for registration as a trade-mark for 
cotton duck, of a picture of a wild duck flying through a ring or 
auto tire. Held, that there is no likelihood of confusion between 
it and the previously registered trade-mark consisting of the words 
“Great Mallard” and the picture of the head of a bird. This is 
not a case where the goods have become known by some name, du 
to the use of a picture. The name duck is the name of the fabri 
The picture of a duck here is, therefore, only a picture writing for 
the name of the goods themselves. It could never happen that th: 
goods of the registrant would be known as “Duck” duck. The: 
might be known as “Mallard” or “Duck Head” duck, while appli 
cant’s goods would be known as “Ring” or “Flying” duck." 

Cray, A. C.: The words “Liberty Bell” and the picture o! 
the Liberty Bell, as a trade-mark for tomato paste, was rejected 
because of the prior registration of the word “Bell” and the pictur 
of a bell. Held, that they are confusingly similar.‘ 

Cray, A. C.: The words “Knocks-Them-All” for insecticid 
is refused registration, because the mark conflicts with “Knock ‘en 
Dead” and “Knockemstiff,” previously registered.® 

* Ex parte, Dundas Bros. Co., 123 Ms. Dec. 118, June 5, 1917. 

? Ex parte, Electric Cable Co., 123 Ms. Dec. 131, June 6, 1917. 

* Kx parte, Katama Mills, 123 Ms. Dec. 85, May 25, 1917. 


* Ex parte, Gerber Co., 123 Ms. Dec., 117, June 5, 1917. 
° Ex parte, Alice Genivieve Lindquist, 123 Ms. Dec. 116, June 5, 1917 
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Particular Description of Goods 


Cray, A. C.: On an application to register the word “Metric” 


as a trade-mark for “machinery packing,” it was held that the ap- 


plicant must more particularly describe the goods on which the 
mark is to be used, whether on rubber packing, metallic packing, 
or in fact, for what particular kind of packing the mark is to be 


re gistered.' 


Structural Feature of Patented Article 


Cray, A. C.: The trade-mark “l-m-n-r-” for indexes was re- 
jected, on the ground that it is a key to a patented index system 
ind is therefore descriptive of the goods. As the patent has not 
expired, it is contended that the applicant may register the mark 
before the expiration of the patent, since the public has not yet 
ny right to use the same. Held, not registrable, because the patent 
has made it descriptive and has vested the public with rights in it. 
[he mark was not chosen to indicate the maker, but an inherent 
part of the patented invention. It cannot be a valid trade-mark, 
even for the duration of the patent. A trade-mark can have no time 


limit, because it is the result of usage and the title strengthens with 


Surnames 


Cray, A. C.: The name “Farber,” means “dyer” in German, 
ut it has no significance as applied to a metal dish. It is little 
known except as a surname. The words is not registrable, because 
not distinctively displayed.’ 
Cray, A. C.: The name “Crew Levick” on a black diamond 
| a rectangular red panel, for oils and greases, was rejected, on the 
ground that it is made up of surnames not distinctively displayed. 
This is not a mark that is merely a name. If the separate words 
ire surnames, it is not to be supposed that the combination is a sur- 
‘Ex parte, Metric Packing Co., 122 Ms. Dec. 81, February 20, 1917. 


* Ex parte, Siegel-Russell Index Co., 123 Ms. Dec. 20, May 10, 1917. 
Ex parte, Simon W. Farber, 122 Ms. Dec. 466, May 2, 1917. 
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name, and the display of the mark is distinctive, and combines other 
features. The mark must be considered as a whole, and is regis 
trable.* 

Cray, A. C.: Application was made to register, as a trade 
mark for a leather substitute, the name “O’Bannon”’ over and under 
the word “Moleskin,” making a generally oval shaped figure, with a 
heavy dash under the middle of the bottom word. The name 
O’Bannon is a proper name and the word “Moleskin” is descriptive 
Held, not so distinctively displayed as to submerge or obscure th: 


normal meaning of the words.” 


Ornamental Features 


Cray, A. C.: A trade-mark for stock paper for negotiable in 
struments, consisting of a series of staggered, or off-set lines, cover 
ing the face of the paper, is not a proper trade-mark. It is orna 
mental and a safety device. Moreover, it is not distinctive, for the 
eye cannot get hold of it, or the memory retain it.* 


Goods of the Same Descriptive Properties 


Cray, A. C.: The word “Priscilla” for self-shortened pre 
pared doughnut, cake, tea biscuit and gingerbread products, was re- 
jected by the examiner, because of a previous registration for wheat 
flour. The goods are a patented product, one of the ingredients 
of which is shortening, which anybody would know was not made by 
the manufacturer of flour. The applicant did not adopt this mark 
in imitation of another, but adopted it for the same reason that 
others have heretofore adopted it. The Puritan maid, Priscilla, has 
become almost the patron saint of the frugal housekeeper and th: 
mark has been registered thirty or forty times for household goods. 
The public is supposed to be sufficiently familiar with the mark not 
to assume that all goods bearing the mark come from the same 
source. The examiner is overruled and the mark allowed.* 


* Ex parte, Crew-Levick Co., 123 Ms. Dec. 4, May 9, 1917. 
* Ex parte, O’Bannon Corporation, 123 Ms. Dec. 82, May 25, 1917. 


wo, 


* Ex parte, G. W. Todd & Co., 122 Ms. Dec. 482, May 5, 1917. 
* Ex parte, Economy Food Products Co., 122 Ms. Dec. 487, May 5, 1917 
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Cray, A. C.: An opposition filed by the owner of the trade- 
mark “‘Orchestrelle’ for automatic organs, to the registration of the 
mark “Orchestrola” for phonographs, was dismissed because the 
goods are of different descriptive properties. The marks are con- 
fusingly similar, but the question of similarity of goods should 
not rest on mere likelihood of mistaking one for the other. There 
are two lines of cases, laying down as the test of infringement, the 
one, confusion of goods and the other, confusion of makers. Op- 
poser already makes phonographs and did so before applicant, 
although it does not use this mark on them. The goods are sold 
by the same dealer. The applicant should not be put in the posi- 
tion of preventing opposer from using its mark on phonographs. 
The mark is, moreover, on the border land between suggestive and 


descriptive trade-mark.’ 


Ten Year Clause 


Cray, A. C.: On an application to register the proper name 
“Hendee” for motor cars, held, that the use by the applicant of 


the mark, during the ten year period, for bicycles, does not justify 


a registration of the mark for motor cars. The mark is therefore 
refused registration.* 


Priority of Use 


Cray, A. C.: In an effort to register the word “Society” for 
broad silks, a question arose as to priority of use. It is claimed that 
Schwarzenbach, Huber Co. acquired no rights by making goods for 
the firm which sold them. There is no merit in the contention. 
The dealer acted for the manufacturer in selling goods. The 
trade-mark is that of the manufacturer.* 

* Aeolian Co. v. Thomas Mfg. Co., 123 Ms. Dec. 52, May 19, 1917. 

*Ex parte, Hendee Mfg. Co., 123 Ms. Dec. 105, May 31, 1917. 


* Schwarzenbach, Huber Co. v. Rice Stix Dry Goods Co., 123 Ms. Dec. 
74, May 22, 1917. 
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Amendment of Notice of Opposition 


Cray, A. C.: An application to amend a notice of opposition 
after the thirty day limit, to allege no use by applicant of mark in 
interstate trade, denied because the proposed amendment introduces 
new grounds of opposition. 

The application was rejected, because the applicant had as 
signed to the Dodge Mfg. Co. before the application was filed. 


Hence, there never was a proper application pending. 


However, the mark “Dodgeabout” is descriptive of a runabout 
made by Dodge and conflicts with the rights of Dodge Bros., al 
ready known as the maker of runabout cars. The opposition would 
be sustained, were it necessary to pass upon the merits of that ques 


tion.! 


Color 


Cray, A. C.: An opposition was filed to the registration of 
mark for tires, consisting of a circumferential band of black between 
two circumferential red bands. Opposer used a black tread for its 
tire, with side walls of gray. It makes no difference whether th« 
marking was for purposes of ornamentation or as a trade-mark, 
the color scheme is not distinctive enough for a trade-mark and 
cannot, therefore, be monopolized.* 

Cray, A. C.: In an opposition filed against the preceding 
mark, opposer claimed it first used red sides with gray tread for 
tires. The making of sides and tread of different color is func 
tional, because the parties agree that different rubber should be used 
in the different parts and they are of different color.’ 

Cray, A. C.: There is no valid trade-mark, in coloring an 
automobile tire one color on the sides and another on the tread, and 
this is so, regardless of what the colors are. The marking not onl) 
is not distinctive, but the making of sides and tread of different 

1 Dodge Bros. v. Mix, 123 Ms. Dec. 35, May 12, 1917. 

? Goodrich Co. v. Firestone Tire & Rubber Co., 123 Ms. Dec. 60, May 
1917. 


>TLee Tire & Rubber Co. v. Firestone Tire & Rubber Co., 123 Ms. D« 
62, May 22, 1917. 
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materials and, therefore, of different color is functional. There is 
no trade-mark in a device that depends on color to distinguish it. 
This case is distinguished from cases where a design is distinctive, 


apart from the color. Color is not definitive in any case; there 


are innumerable shades of any color. The proposed registration 
would give a group of applicants a monopoly of the natural and 
practical designs for ornamenting a tire, to distinguish it from other 


tires. Distinctiveness of a mark must rest in something not equally 


open to use by others.’ 

Cray, A. C.: An opposition to an application to register a 
similar black and red color combination for tires was dismissed, on 
the ground of prior use of gray and black by applicant. However, 
the mark is not properly registrable and the application should be 
rejected.* 

Cray, A. C.: An opposition filed to the foregoing mark on 
the ground of prior use of the black tread and red sides by opposer 
was sustained, for the reasons given in the preceding decision.* 

Cray, A. C.: The representation of a Blue Tag, in ordinary 
form, as a trade-mark for hams, bacon, lard, sausage and oleo- 
margarine, even after a disclaimer of the exclusive right to use the 
blue tag itself as a tag, is unregistrable. The picture cannot be a 
good mark if the tag is now allowed. In any event, it would con- 
fuse with goods bearing a blue tag.* 

Cray, A.C.: This is a petition to cancel a trade-mark applied 
to rubber boots and shoes, consisting of a gray band encircling the 
top of the articles. Petitioner having shown prior use, it is im- 
material whether the mark was structural, or for ornament, or as 
a trade-mark for the particular goods. Whatever significance the 
band has in one case, it has in the other. If functional with the 
petitioner, as claimed by applicant, it is so for applicant, and the 
mark is therefore not registrable. Color is not distinctive in any 

‘Goodyear Tire & Rubber Co. v. Firestone Tire & Rubber Co., 123 Ms. 
Dec. 63, May 22, 1917. 


* Firestone Tire & Rubber Co. v. Goodrich Co., 123 Ms. Dec. 68, May 22, 
1917. 

‘Miller Rubber Company v. Firestone Tire & Rubber Co., 123 Ms. Dec. 
66, May 22, 1917. 

‘Ex parte, Eugene W. Panley, 123 Ms. Dec. 72, May 22, 1917. 
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case and such a mark is fundamentally improper. The mark i 
therefore properly cancelled.’ 
wei 
Interference—Evidence 

Ewina, C.: In an interference proceeding, the examiner 0! 
trade-marks has authority to require a party to the proceeding whi 
claims through others, to state his chain of title, before proceeding 
to proofs, the names and addresses of predecessors and their loca 


tion at the time of the use relied upon. Petition granted.” 
£ 


Corporate Names 


Cray, A. C.: An opposition was filed to registration of th 
word “National” for cocoa and chocolate coatings. The word is 
very extensively used as a trade-mark, by many parties, and in son: 


cases for food products. Opposer never used the word “Nationa! 


alone as a trade-mark, never traded in cocoa or chocolate coating as 


such, and in opposer’s corporate name, the word is purely descrip 
tive, indicating the size of the business. The opposer has, ther 
fore, no property right in the word “National.” 

Since the decision in Simplex v. Ramey [6 T. M. Rep. 574| 
the court of appeals has reversed that decision [7 T. M. Rep. 266| 
This court apparently holds that the Simplex Company has som: 
peculiar rights in the word Simplex, although the facts were thy 
same as in this case. There are many prior corporations with tly 
name National and many uses of the mark. Nevertheless, in view 
of the authority of the court of appeals, I am obliged to reverse tly 
examiner and sustain the opposition.® 

11. Candee & Co. v. Hood Rubber Co., 123 Ms. Dec. 78. 

*Chapman Milling Co. v. Kevil & Sons, & Dahnke-Walker Milling Cv., 


123 Ms. Dec. 124, June 6, 1917. 
* National Biscuit Co. v. Bishop & Co., 123 Ms. Dec. 100, May 31, 191i 
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Petition to Reject Future Applications 


Cray, A. C.: This is a petition praying that the examiner of 
trade-marks be instructed to reject any applications to register the 
word “Simplex” for any other party than the petitioner. A decision 
of the court of appeals settles the fact that nobody can register the 


mark who did not use the word “Simplex” as a trade-mark before 


the incorporation of the applicant company in 1895 (Asbestos Co. 
v. Carey Mfg. Co., 41 App. D. C. 507), unless the mark is dis- 


tinctively displayed. The petition is granted in this respect. A 


further petition to. suspend action on pending applications is denied. 


Presumably the examiner of trade-marks will be guided by the 
decision of the courts. 


Descriptive and Conflicting Marks 


Cray, A. C.: The word “Apple-O” written in a curved line 
and under it the letter “O,” the word “Apple” being disclaimed, 
for apple juice, was rejected because of the prior registration of 
“Appleju” and “Appella” on an oval shaped shield. The marks 
are held to conflict and are also descriptive. If the word “Apple” 
were removed, there would be no mark left.* 


Descriptive Marks 


Cray, A. C.: The examiner refused the registration of the 
words “Tip Top” for caustic soda, because of descriptiveness. The 
words were used with the picture of a hut, said to be the Tip Top 
House on Mount Washington and the words “White Mountain 
Brand, Berlin, N. H.” The words under these circumstances are 
fanciful and not descriptive. The statute does not interdict descrip- 
tive words, but marks which consist merely of such words. It is 
true, “Tip Top” was held descriptive (Ea parte, Whitall Tatum 
Co., 106 Ms. Dec. 432) for hot water bags, etec., but it has been fre- 
quently registered. 

‘Ex parte, Simplex Electric Heating Co., 123 Ms. Dec. 114, June 5, 
ani 
“— Ex parte, Virginia Fruit Juice Co., 123 Ms. Dec. 7, May 9, 1917. 
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If, at the time of the adoption, there was little probability of 
the use of the term in the ordinary course of the language for pur- 
poses of description, it is to be regarded as fanciful. All slang is 
essentially fanciful anyhow. In view of established practice to 
register the words “Apex,” “Pinnacle,” “Top Notch,’ and “Tip 
Top,’ I must hold that its fanciful significance far outweighs its 


descriptiveness.’ 


Cray, A. C.: The word “Community” for flour mills is not 
descriptive of size or capacity of mill. It is merely fanciful and, 
therefore, registrable.* 

Cray, A. C.: The words “As old as the industry” as a trade 
mark for oils and greases is held not distinctive, as no title is de- 
rived from first use of a phrase, that the applicant had no right to 
appropriate in the first place. It was the same as if he had first 
used the word “good” as applied to oils and greases. Others may 
want to do the same thing.* 

Cray, A. C.: The words “High Efficiency” are descriptive as 
a trade-mark for valves.* 

Cray, A. C.: The word “Latherkreem” as a trade-mark for 


beard softener in paste form is descriptive and, therefore, un 


registrable. It is immaterial whether it correctly describes appli- 


cant’s goods or not; it is enough that it describes similar goods.° 
‘Ex parte, Burgess Sulphite Fibre Co., 123 Ms. Dec. 110, June 4, 1917. 

* Ex parte, Anglo-American Mill Co., 123 Ms. Dec. 81, May 25, 1917. 

‘Ex parte, Crew-Levick Co., 123 Ms. Dec. 6, May 9, 1917. 

Kx parte, Crosby Steam Gage & Valve Co., 123 Ms. Dec. 54, May 19, 


parte, Krank Mfg. Co., 123 Ms. Dec. 71, May 22, 1917. 
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